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APPEAL UNDER 35 U.S.C, SI 34 

This Brief is submitted in connection with the decision of the Primary Examiner 
set forth in the Non-Final Oficial Action dated October 29, 2010, rejecting claims 1-4 
and 7-17, which are all of the pending claims in this application. The Non-Finaf Office 
Action was in response to the Applicant's Appeal filed July 30, 2010. The Examiner 
reopened prosecution and indicated in paragraph 2 of the Detailed Action two options 
available to the Applicant to avoid abandonment. One option indicated is to initiate a 
new appeal, which the Applicant is exercising at this time. As indicated in the Detailed 
Action the previously paid notice of appeal fee and the Qppeal brief fee is applied to this 
appeai. 
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The Commissioner Is hereby authorized to charge any appropfiate fees under 37 
CF.R. §41. 20(b)(2) that may be required by this paper, and to credit any overpayment, 
to Deposit Account No. 50-1379. 

L Real Party in Interest 

The reai party in interest, by assignment, is Tetefonaktiebolagel LM Ericsson, a 
Swedish corporation, with its principa! office at SE-164 S3 Stockholm, Sweden. 

fl. Related Appeals and Interferences 

To the best of the knowledge of the undersigned, there are no related afspeafs 
and no interferences regarding the above application. 

III. Status of Claims. 

Claims 1-4 and 7-17 am pending ih the present appilcation, which are finalfy 
rejected and form the basis for this Appeal Claims 1-4 and 7-17, including all 
amendments to the claims are attached in the Claims Appendix. 

IV. Status of Amenfldnmeilts. 

Applicant has amended claims 1, 7 and 11 (changing 'and* to 'or') in response to 
the Final Office Action to dsirify the intent of the Applicant to show that access to an 
application is gained through one network or the other and not through subsequent 
networks. No other amendments or responses have been filed subsequent to the final 
rejection dated February 2, 2010. The claims set out in the Claims Appendix include all 
entered amendments. 



V. Summary of Ctaimec! Subject Matter 



Claim Element 


Specification Reference 


1, (Previously Presented) A method for 
requesting access for a user to an application 
in a further network, wherein an entity 
providing said application can be accessed 


Throughout the Specification, 
including; page 1, line 26 through 
page 2, line 13 
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oniy through a first network or a second 
netw'-ork, the appiication being irsdepencient of 
the first and second network, and wherein the 
user attempted to access the application at 
ieast once through the first network, the 
method comprising the foilowing steps: 




granting the user access to the second 

network, 


Throughout the Specification, 
including: page 1, line 26 through 
page 2, line 13 


receiving a request for accessing the 
appiication from the user, 


Throughout the Specification, 
including: page 1, line 26 through 
page 2, line 13 


detecting by the second network that the user 

already contacted the application via the first 
network, 


Throughout the Specification, 
including; page 1 line 26 through 
page 2, line 13 


requesting by the second network from 
the first netwo!i< an identifier that has been 
generated and used by the first network to 
identify the user towards the entity that 
provides the application, 


Throughout the Specification, 
including: page 1, line 26 through 
page 2, line 13 


receiving the requested, generated identifier by 
the second network, and 


Throughout the Specification, 
including; page 1, line 26 through 
page 2, line 13 


sending a request, by the second network, 
for accessing the appiication and the 
generated identifier received from the first 
network, towards the entity providing the 
appiication to identify the user to the entity that 
provides the appiication, the identifier being 
used by the first networl< fs the same identifier 
used by the second network. 


Throughout the Specification, 
including: page 1, line 26 through 
page 2, line 13 




Claim Eiement 


Specification Reference 


7. (Previousiy Presented) A system for 
granting user access to an application in a 

further network, wherein an entity providing 
said appiication can be accessed only through 
a first network or a second network, said 
appiication being independent of the first and 
second networks, and wherein the user 
attempted to access the application at least 
once through the first network, comprising: 


Throughout the Specification, 
including: page 1, line 26 through 
page 2, line 13. 


means for granting said user access to 
the second network, 


Throughout the Specification, 
including; page 1, line 26 through 
page 2, line 13 
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means for receiving a request for 
accessing the application from the user within 
said second network, 


Throughout the Specification, 
including- page 1, line 26 through 
page 2, line 13 


means for detecting, by the second 
network, that the user already attempted to 
access the application via the first network, 


Throughout the Specification, 
including; page 1, line 26 through 
page 2, line 13. 


means for requesting from the first 
network, by the second network, an identifier 
that has been generated and used by the first 
network to identify the user towards the entity 
that provides the appiication, 


Throughout the Specification, 
including; page 1, line 26 through 
page 2, line 13. 


means for receiving the requested, 
generated identifier, from the first network, by 
the second network, and 


Throughout the Specification, 
including: page 1, line 26 through 
page 2, line 13. 


means for sending a request, by the 
second network, for accessing the application 
towards the entity providing the application, 
said request including the generated identifier 
received from the first network to identify the 
user to the entity that provides the appNcation, 
the identifier being used by the first network is 
the same identifier used by the second 
network. 


Throughout the Specification, 
including; page 1, line 26 through 
page 2, line 13 




Claim Element 


Specification Reference 


1 1 . (Previously Presented) A system for 
handling a user request towards an external 
application wherein a network node providing 
said application is only accessible from a first 
communication network or a second 
communication network, the external 
application being 'm<iepen6ent of the first and 
second communication networks, said second 
communication network comprising: 


Throughout the Specification, 
including: page 1, line 26 through 
page 2, line 13 


means for receiving an access request 
from said user wherein said access request is 
for accessing said application associated with 
said networit node; 


Throughout the Specification, 
including: page 1, line 26 through 
page 2, line 13 


means for determining that the user had 

previously attempted to access said application 
using said first communication network; 


Throughout the Specification, 
including: page 1, line 26 through 
page 2, line 13 


means for requesting user information 
associated with said user from said first 


Throughout the Specification, 
including: page 1, line 26 through 
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communication network, said user information 
including an identifier generated and used by 
the first communication network to identify the 
user towards the network node that provides 
the appiication; 


page 2, line 13 


means for receiving said requested user 

information, inciuding the generated identifier 
from said first communication network; and 


Throughout the Specification, 
inciuding: page 1, iine 26 through 
page 2, iine 13 


means for requesting access to said 
network node from said second communication 
network using said received user information, 
inciuding the generated identifier, to identify 
the user to the network node that provides the 
appiication, the identifier being used by the first 
network is the same identifier used by the 
second netwoft. 


Throughout the Specification, 
including; page 1, \im 26 through 
page 2, line 13 



The specification references listed above are provided solely to comply with the 
USPTO's regulations regarding appeal briefs. The use of such references should not 
be interpreted to limit the scope of the claims to such references or to limit the scope of 
the claimed invention in any manner. 



VI. Grounds of Selection to be Reviewed on Appeal 

a. issue 

The issue presented for this appeai is whether claims 1-4 and 7-17 are properly 
rejected under 35 U.S.C- § 103(a) as being unpatentable over Khali! (US Patent 
7,218,634), hereinafter Khalil, in view of Saito (US Patent 6,275.941), hereinafter Saito. 

VJI, Argument 

a.) Claims 1 -4 and 7-1 7 are patentable over Khaiii in view of Saito. 
The purpose of the present invention is to reduce the identification process 
by using an identifier, already proved reliable by one network, which can be used 
by a subsequent network that trusts the identifier generated by the first network. 
Authentication servers would be included in both, separate networks (though not 
shown) in the present invention. In normal practice, a user requesting access in a 
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second network would have to be authenticated again in the second network. As 
previously stated, the present invention obviates this necessity. 

The present invention cSaims use of an identifier by both a first and a second 
network towards an application in a further network, where the identifier is 
generated by the first network. The identifier is requested by and recognized by 
the second network for providing access for the user to the further network without 
need for further authentication. In Figure 1 of the present application (below) an 
embodiment of the present invention is presented. The User attempts to access an 
application at EA1 via the depicted landiine user equipment, UE1 , and network 
TN1, Maybe the attempt was successful or maybe not; but the first network 
generated an identifier of the User that is acceptabie for entry to TN1 and EA1 . 

The User subsequently attempts to access EA1, but this time through the 
user's mobile terminal UE2 and network TN2. Network TN2 detects that the user 
has already accessed EA1 via network TN1. TN2 requests, and receives, the 
identification fi^om TN1 and then sends a request for the User to access EA1 via 
TN2 using the identification that was valid when User accessed EA1 via network 
TNI 
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The Applicant respectfully presents claim 1 , which is anatogous to ciaims 7 and 
11. to illustrate the differences between the cited art and the Applicants present 
invention, !t appears that a rejection of claim 11 was not discussed in the rejection but 
was intended to be rejected with claims 1 and 7; the Applicant will respond as if claim 
1 1 was also rejected. Figure 1 references are included in claim 1 betow strictly to help in 
explaining the relation between the claim language, the Specification and Figure 1 . 

1 . (Previously Presented) A method for requesting access for a user (U) to 
an application in a further network {EA1) wherein an entity providing said 
application can be acc essed oniv through a first network (TN1 ) or a second 
network {TN2) , the application being independent of the first and second 
network, and wherein the user attempted to access the appiication at least 
once thro ugh the firs t network (TNI), the method comprising the following 
steps: 

granting the user access to the second network (TN2), 
receiving a request for accessing the application from the user, 
detecting by the second network that the user already contacted the 
application via the first network, 

requesting by the second network from the first network an identifier 
that has been generated {not shown) and used by the fifst network to 
identify the user towards the entity that provides the application, 

receiving the requested, generated identi^er by the second network, 

and 

sending a request, by the second network, for accessing the 
application and the generated identifter received from the first network, 
towards the entity providing the application to identify the user to the entity 
that provides the appiication. the identifier being used by the first network is 
the same identifier used by the second network, (emphasis added) 

The preamble to Applicant's claim 1 states: requesting access for a user (U) to 

an application in a further network (EA1) wlierein an entity providing said appiication 

can be accessed gnix thrgugh , a, „ first net\vork , , (TNI) pr„ a , , aecontf network (TN21 tt^e 

application being independent of the first and second nefyvork, and wherein the user 
attempted to access the apoiication at least once through the first network (TNfk the 
method comprising,. 
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in MPEP 2111.02 - Any terminology in the preamble that limits the structure of 
the claimed invehtion must be treated as a claim limitation. See, e.g., Corning Glass 
Works V. Sumitomo Elec. U.S.A., Inc., 868 F.2d 1251, 1257. 9 USPQ2d 1962, 1966 

(Fed, Cir. 1989). 

Also, "[A| claim preamble has the import that the claim as a whoie suggests for 
it." Bell Communications Research, Inc. v. Vitaiink Communioations Corp., 55 F.3d 616, 
620, 34 USPQ2d 1816, 1820 {Fed. Cir. 1995). "!f the claim preamble, when read in the 
context of the entire daim, recites iimitations of the claim, or, if the claim preamble is 
'necessary to give life, meaning, and vitality' to the claim, then the claim preamble 
should be construed as if in the baiance of the claim." Pitney Bowes, Inc. v, Hewlett- 
Packard Co,. 182 F,3d 1298, 1305, 51 USPQ2d 1161, 1165-66 (Fed, Cir. 1999), See 
also Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478. 481 (CCPA 1951) 

As the above references indicate the preamble should be construed with the 
other iimitations in the claim if it limits the structure of the claimed invention. The 
Applicant respectfully contends that the preamble at least limits the claim to being 
accessed only through a first and second network to access an application in a further 

,Oety)(grk;,,, So all the limitations in the whole claim must be considered, including the 

preamble in order to reject the individual claim limitations. 

The Khali! reference discloses a rhethod and sy$tem of registration for a mobile 
node in a packet based communication network. Khalil is concerned with making sure 
that packets are continually routed to a mobile as it moves from one network, or 
subnetwork, to another (col. 3, lines 56-60). Because of the change from IPv4 to lBv6, a 
larger address space is needed to handle the addresses In the IP networks and Khalil 
discloses a new protocol for power-up and hand-off. As indicated in the Detailed Action 
(page 4, second paragraph), "Khalil is primarily concerned with how a mobile node can 
maintain its connection to the internet as It roams from network to network, . . 

The Examiner rejects the Applicant's limitation of claim 1; "gmnting a user access 
to a second network. , f, and cites a portion of Khalil that discloses a user's mobile 
device being connected to a foreign network (seeking access). Respectfully, the 
Applicant asserts that the Examiner is wrong. Taken out of context it would appear that 
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Khali! discloses what the Examiner indicates. However, in the context of the preamble, 
this is not correct. As stated in the preambie the user has already attempted to access 
the target through a first network and is now seeking access to the target through a 

second network. 

The Examiner rejects the Applicant's limitation of claim 1; "detecting by the 

second network that the user already eontapted the application via tiye first network, " 

and cites a portion of Khali! that discloses a mobile device having roamed from a home 
(first) network to the foreign (second) network, detecting the requisite message 
indicating such...". The Applicant respectfully asserts that the portion of Khalil cited,; 
"go!, 9, lines 40-50, coi. 11, lines 55-65, etc." do not disclose the rejected limitation. The 
column 9 cite discusses hand-ff and hand-off response messages and procedures. The 
column 11 cite discusses DIHCPvS address and AAA system Hand-off and context 
request message. In neither cited portion of Khaiit is there any reference, suggestion or 
teachin to detecting that the user has already contacted the target application via the 
first network. 

The Saito reference is cited for disclosing an example of connecting to an 
appiication on the Internet, The Applicant is aware of providing authentication 
information to tog into an application on the Internet. However, Saito does not disclose 
the final limitation of claim 1: "...sending a request, by the second network, for 
accessing the appiication and the generated identi^er received from the first network, 
towafds the entity providing the application to identify the user to the entity that provides 
the application, the i dentifier being used bv the first network is the same id entifier used 
by tiie second networl<. " (emphasis added). The Applicant respectfully that the Khalil 
reference also fails to disclose the second network accessing the application by 
applying an Identifier used by the first network to access the appiication. 

in the Response to Arguments section of the Detailed Action the Examiner points 
out that the Applicant states "the Applicant is claiming two access networks" in the 
previous Appeal Brief, The Applicant agrees, And^ the Applicant agrees that the 
statement is inconrect. What the Applicant meant to say Is that the Applicant is claiming 
access to the further network by either network as indicated in the preamble; "...access 
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for a user (U) to an application in a further network (EA1) wherein an entity providing 
said application can be accessed only through a first network (TNI^ or a second 
network (TN2) . with the application as indicated in the preamble and access for a user 
(U) to an application in a further network (EA1 ).,.". 

The limitations in claim 1 indicate that an identifier for a user is generated by a 
first network and since it is acceptabie by EA1, when the user attempts to access EA1 
from a second network that same identifier is retrieved from the first network and 
presented to the authentication means at EA1 to obtain access. Neither the Khafi! nor 
the Saito references disclose an identifier that can be shared between access networks 
{first and second access networks) so as to access an application in a further network 
via one access network or the other. 

In summary, the Khafil reference does not disclose a second network's use of the 
same identifier, generated ahd used by a first network towards an application in a 
further network to access the application In the further network via the second network. 
Further, Khali! does not disclose a second network reouesting the iden tifier from the first 
ne tw ork . Neither does Saito disclose using an identifier generated by the first network 
for accessing the application in the further network towards the application by the first or 
second networks. Further, neither reference discloses the second network requesting 
an identifier from the first network to identify the user towards the appliGation. 

As provided in MPEP § 2143, "[tjo establish a prima fecte case of obviousness, 
. . . the prior art reference (or references when combined) must teach or suggest all the 
claim limitations." In that regard, the Applicant submits that the requirements of a prima 
facie case of obviousness are not met. The Examiner's two references still fail to teach 
or suggest each and every element of the presently pending independent claims 
whether the two references are considered individually or in combination. The Applicant 
submits that independent claim 1 and analogous independent claims 7 and 11 are 
therefore not dbvious> The Applicant fespeetfully requests the allowance of claims 1, 7 
and 11. 
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Claims 2-4, 8-10 and 12-17 ^depend respeGtiveiy from amended claims 1, 7 and 
1 1 and recite further limitations in combination with the novel elements of claims 1 , 7 
and 11. Therefore, the allowance of claims 2-4, 7-10 and 12-17 is also respectfully 

requested. 

For ali of the foregoing reasons, It Is respectfully submitted that claims 1-4 and 7- 
17 should be allowed. A prompt notice to that effect is earnestly solicited. 

Respectfully submitted. 

/Sidney t. Weatherford/ 

Date: March 25. 2011 Sidney L. Weatherford 

Registration No. 45,602 

Ericsson Inc. 

6300 Legacy Drive. M/S EVR1 C-11 
Piano, Texas 75024 

(972)583-2012 

Sidney ,weatherft)rd@ericsson.com 
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Viii. Claims Appendix. 
Listing of Claims; 

1. (Previously Presented) A method for requesting access for a user to an appiieation 
in a further network, wherein an entity providing said appfication can be accessed oniy 
through a first network or a second network, the application being independent of the 
first and second network, and wherein the user attempted to access the appiication at 
least once through the first networi<, the method comprising the following steps; 

gmnting the user access to the second network, 
receiving a request for accessing the application fi^om the user, 
detecting by the second network that the user already contacted the application 
via the first network, 

requesting by the second network from the first network an identifier that has 
been generated and used by the first network to identify the user towards the entity that 
provides the application, 

receiving the requested, generated identifier by the second network, and 
sending a request, by the second network, for accessing the application and the 
generated identifier received from the first network, towards the entity providing the 
application to identify the user to the entity that provides the application, the identifier 
being used by the first network is the same identifier used by the second network. 

2. (Previously Presented) The method according to ciaim 1, wherein the first 
and the second network are run by a different operator. 

3. (Previously Presented) The method according to claim 1 further comprising 
the step of sending authentication information to the first network. 

4. (Previously Presented) The method according to claim 1, wherein the entity 
providing the service stores a profile of the user at reception of the ftrst attempt of the 
user to access the service, wherein the profile is associated to the generated identifier 
sent from the first network and wherein the second network uses the same generated 
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identifier for the user towards the entity providing the service in order to achieve that the 
stored profile is used for the user. 

6-6. (Cancelled) 

7. (Previousiy Presented) A system for granting user access to an application in 
a further network, wherein an entity providing said application can be accessed only 
through a first network or a second network, said application being independent of the 
first and second networks, and wherein the user attempted to access the application at 
least once through the first network, comprising; 

means for granting said user access to the second network, 

means for receiving a request for accessing the application from the user within 
said second network, 

means for detecting, by »ie second network, that the user already attempted to 
access the application via the first network, 

means for requesting from the first network, by the second network, an 

identifier that has been generated and used by the first network to identify the 

user towards the entity that provides the application, 

means for receiving the requested, generated identifier, from the first network, 

by the Second netwott, and 

means for sending a request, by the second network, for accessing the 
application towards the entity providing the application, said request including the 
generated identifier received from the first network to identify the user to the entity that 
provides the application, the identifier being used by the first network ts the same 
identifier used by the second network. 

8, (Previously Presented) The system according to claim 7, wherein the first and 
the second network are run by different operators. 
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9. (Previously Presented) The system according to claim 7 further comprising 
means for sending authenttcatton information to the first network. 

10. {Previously Presented) The system according to claim 7, wherein the entity 
providing the service stores a profile of the user at reception of the first attempt of the 
user to access the service, wherein the profiie is associated to the generated identifier 
sent from the first network and wherein the second network uses the same generated 
identifier for the user towards the entity providing the service in orxJer to achieve that the 
stored profile is used for the user. 

11. (Previously Presented) A system for handling a user request towards an 
externa! application wherein a network node providing said application is only 
accessible from a first communication network or a second communication network, the 
external application being independent of the first and second communication networks, 
said second communication network comprising; 

means for receiving an access request from said user wherein said access 
request is for accessing said application associated with said network node; 

means for determining that the user had previously attempted to access said 
application using said first communication network; 

means for requesting user information associated with said user from said first 
Gommunicaiion network, said user infomnation including an identifier generated and 
used by the first communication network to identify the user towards the network node 
that provides the application; 

means for receiving said requested user information, including the generated 
identifier from said first communication network; and 

means for requesting access to said network node from said second 
communication network using said received user information, including the generated 
identifier, to identify the user to the network node that provides the application, the 
identifier being used by the first network is the same identifier used by the second 
network. 
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12. (Previously Presented) The system of Claim 1 1 wherein said user information 
including said generated identifier is used by said first communication network in 
communicating with said network node. 

13. (Previously Presented) The system of Claim 1 1 wherein said user information 
includes user preference information used by said first communication network in 
communicating with said network node, 

14. (Previously Presented) The system of Claim 11 further comprising means for 
sending authentication information from the second communication network to the first 

communication network, 

15. (Previously Presented) The system of Claim 1 1 wherein said means for 
determining that the user had previously attempted to access said application using said 
first communication network further comprises means for receiving an indicator from 
said user. 

16. (Previousiy Presented) The system of Ctaim 11 wherein said means for 
determining that the user had previousiy attempted to access said application using said 
first cQmrnunication network ftirther comprises meanis for deterinining that the user had 
been ported from said first communication network to said second communication 
network. 

17. (Previousiy Presented) The method according to claim 1, further comprising 
the step of storing the generated identifier in the first network. 
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iX. Evidence Appendix. 
NONE 
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X. Related Proceedings Ap|>end[tx. 
NONE 
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